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RELATED APPEALS AND INTERFERENCES 

To the best of the undersigned's knowledge and belief, there are 
related appeals or interferences. 
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STATUS OF CLAIMS 

Claims 3,18-19, 21-22, 25-28 and 28 are pending in the application. 
Claims 12, 13 and 28-32 were withdrawn. Claims 1, 2, 4-11, 14-17, 20, 23-24, 
33-41 N sen e e 4 

s ; - mi the ffnai rejection ot chasms Ml. 14- .'3, 33 34, 
id 36 1 e Action m< .led on Nover-fcvi ' - *k 

Examiners Answer of August 23, 2004. 

Claims 3, 18-19, 21-22, 25-26 and 28 are u <i* J All pending 
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ST ATI > * J D M E NTS 

Claims n.4"o, < 29-32 were previously withdrawn as being subject to e 
nonelected invention. Claims 34. 35, 37-38. 40 and 41 were previously 
canceled. 

Claims ! 2, 4-11, 14-17, 20, 23-24, 27, 33, 36, and 39 were canceled In 
the Reply Brief dated October 14, 2005. 

The Office Communication dated March 6. 2007stated thai the 
cancellations were entered. 

Accordingly, claims 1,2, 4-11, 14-17, 20, 23-24, 27, 33, 38, and 39 stand 
as cancelled. 
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independent claim 3 provides a process tu . 
material wit p ;osel\ v I vo shade and optical o f >i \ - ^ a ip 
material is obtained by mixing certain specified ra 1^' v* 

r ■> lateriaL. The modules , ^ . . . - 
differ in material composition and function and are stored separately from one 
o oJ imc 11 through page aft 
ie diselos ess ciai $ requM n xing togethes 

a </a s nodufc III), and optior i 
Module (I) contains less than 5% by weight water and provides at least 
on< of coloi i , ?ff set See Specification, page 14, line 16 through page 15, 
s ^ \ os at least one base color (A1 } that imparls at least 

one of color and effect. The base color (A1)c ^ lair s less * by we ghi 
v» e ^ i s rts at least one of color and effect. S> - n , jo * 

lines 20-29 and page 15, lines 1-20, Base color (Al) comprises at least o? e 
bmdor (al i wherein the binder (alt) is optionally water-soluble or water- 
dispersibie. at least one pigment ,-12) that provides at least one of color and 
- . me organic solvent (a 13), wherein the organic solvent is 

optionally water mlscible. See Specification, page 15, line 28 through page 58, 
.e.e N i cujh page 72, line 22. 

in addition, base color (A1) may also, optionally, comprise at least one of 
* sslinking agent (a 15) at least one auxiliary, and (al 8) at 

least one additive. See Specification, page 58. line 9 tf o\ gt 

5 c ueous and imparts color. The at least one color-imparting 
aqueous modulo (11) comprises at least one aqueous color- imparting base color 
(A2), S^ , Kjt o v v , 0-11 

The at least one color-imparting basf ( 

N N N iQ through page 76. Aqueous base color (A2) 
comprises 3 N - rer-soiuble or -dispersibie binder (a21 ), at least one 
« r (a.23) See Specif » 



comprise at feast one of (a24) at least one organic solvent, wherein the organic 
so ven > rte rsisoible, (a25) at least one crosslinking agent, (826) 

al least one auxiliary, and (a27) at least one additive. See Specification, page 73. 
line 10 through pace 76. 

Module (!!!) is an aqueous, pigment n t " * \ 

one >igm« \l \ aqi jous nixing varnish (B). S&eSpeMc \< » ^ <o * ' „n< s 
1-3, 

The pigmenfvfree varnish (B) is aqueous. SeeS.ee V.?S\; a r e 
-♦reo vamsh (B) cemr»"se? utj d t 
soluble or -disperslble binder (bl ) and water (b2) v e~ ^ , ^ 
lines 6-14, In addition, pigment-free varnish (B) may also, optional!}/, comprise at 
least one of: (b3) at least one crosslinking agent, (b4) at least one auxiliary, and 
(b5) at least one additive. See Specification, page 77, line 1 through page 79. 

Finally, the process of claim 3 may also optionally contain a module (IV) 
that is pigment tree. If module (IV) is present, It contains pigment-free aqueous 
med - \; a p ses % n east one rheofogy control additive. See 
Specification, page 80, line 1 through page B2 S line 9. 

Claim 18 provides the process of claim 3 wherein base color (Al ) imparts 
one of effect or color and effect. See page 15, lines 7-7, 

Claim 19 provides that the modular system of claim 3 may be one of three 
alternatives. The three stated alternatives of claim 19 relate to whether module 
(!) imparts one of color or effect, or both. See page 15, lines 1-7. 

Claim 21 provides the process of claim 3 where < d< N sc * 

iheatie c >ntroi additive. See Specification pax 

^ ^ > a o " > - x 

iej « , - ess of claim 3 wherein the aqueous coating 
material further comprises the rheoJogy module (IV). See Specification, page BO, 
" 1 s * ls op , r 'J e f 

Dependent claim 25 provides the process of claim 3 wherein binders 
(ai 1 )., (a21), and {bl ) come from the same polymer class. See Specification, 
page 73, lines 15-22,. and page 7?, lines 12-18. 
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Dependent claim 28 provides the process of claim 25 wherein tinders 
(all), (321), and (bl) are polyurethane resins. See Specification, page 73, lines 
5,22 an \e inm 12-16 

- -aim 28 provides the process of claim 3 wherein binders 
(a21) and (bl), and optionally the hinder (a 1 m\pm s pst 

can * "\ - N e t c< > - * > 

groups. See o a page 17, line 26 through page 2i : line 15 and page 

77, line 11-16. 



G ROUNDS OF REJECTION 



I- QiatelL Jdl 21-22,25^ and 28 stand rejected under 35 jiS^ 
* A^idLObvious over Reusmann et al„jj i § 1 JJ03ZaL 



»■ QMM&M^MM*!*^, and 28 standreleMgdjfflder 35 U.S.C. 
MMMas belngobMaw oyerReusmann et at, U^^TGI^ 
teg^SgL!!BgM§giai? n " or "701" inview of Kawaham ! 081 994, 

! or -994". 
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ARGUMENT 



A. x 25-26, AND 28 ARE NONO! x ^ DER 35 

U.S. C. 'sK)3(A; AS BEING OBVIOUS OVER Ri. < siN ET AL, lid 
i : ^FTER "REUSMANN ,> OR "701" 

The Examiner's Answer of August 23. 2005 is respectfully submitted to 
contain a new ground of rejection, i.e., the rejection of the pending claims over 
N s 5ma n i ( jividi 

However, the cited reference fails to provide a prima facie case of 
obviousness because it fails to disclose all of the limitations required in the 
process of Applicants' independent claim 3, 

\ o e ^ ~p --ixc case of obviousness thre* ba am s I 

' set s tl ere n ust be some suggestion or mots- > 
themselves or In the knowledge generally available to one of e e ^\ , u th< 
v \ es nee o to combine reference teachings. Second, there 

must he a reasonable expectation of success. Finally, the prior ait reference (or 
references when combined) must teach or suggest all the claim limitations. 
IV1PEP2143. 

A -> - ? upon for its description of a mixer system, which 
! Kies > any water-free base colors .and (B) a pigment-free aqueous 
component. See 70?. Abstract Component (A) contains less than 5% by wt of 
wafer, one coloring and/or special effect pigment, an organic solvent, a water 
N ^ s} ersible first binder and If desired auxiliaries and additives. 

See % t- - t ' m m ^ N v o ^ 

s \ x - .nane resin. See 701 colum 5 i 

11, line 62. 

it is the PTO's position that components A and B of Reusmann read 
respectively on base color (A1 ) and mixing varnish (B) of Applicant's modules (I) 
and (Hi) of the process or claim 3. 

i P s as a fitted that the 701 patent does not disclose or suggest a 
composition comprising the combination of Applicant's components (A1 } and (3) 



with a component (A2) that requires binder, pigment and water, (See ExaminQfs 
Answet paged $i pt tg ip and page 9, line f\) 

n •> <\ essaniy fails to disclose a n< \ ; ^ - ■ - u n - 

iu es are mixed together to provide an aqueous coating, 
especially a process requiring the mixture of modules (!) on an . > net 
wherein module (I!) comprises an aqu< s * - ise coio (A2), 

n -s «*nd admitted by the PTO, Reusmann alone leaches a 
process wherein an aqueous coating is provided by . , n^, n , \. )o 
only two particular modules or components. 

c 3]\ I is respectfully submitted that Reusmann alone fails to 
provide a prima facie case of obviousness with regards to independent claim 3 
v j hereon. 

Reconduction and removal of the rejection *s v „ , 



8, CLAIMS 3, 18-19, 21-22, 25-26, AND 28 ARE NONOBVIOUS UNDER 35 
U.S.C. §1 03(A) OVER REUSMANN ETAL, U.S. 6,403701," IN VIEW OF 
KAWAKAMi ET AL., EP 081994. 

! 7 25-26, AND 28 an, N 
LiA^V I103l3i.g^r Eeiisnia 
OAAdhAaAALhL 

sness 

The PTO has maintained the rejection of Independent c , tm 1 nd «. 
ui >reon it is the PTO's. position that it would have .been 
obvious to include the paper coating composition of the '994 application in the 
system of the 701 patent. Motivation for such a combination is said to be 
disclosed in the last paragraph of the Abstract of the '094 application. I.e., '...to 
make a coated paper which has good water resistance (due to the resin (Y)) 
whilst being « cept \ 3 to rotary offset printing ink.' See Office Action of 
November S 2003. 

y app eciates the detailed basis of rejection but must 

h ^ , ^ n ^ 

To establish a prima facie case of obviousness, three basic criteria must 
be met. First, there must be some suggestion or motivation, either in the 

fe i i elves or in the knowledge generally available to one of ordinary 
■v - - o c reference or to combine reference teachings. 

Second the * s r» st be a reasonable expectation of success. Finally, the prior 
arl c fen n< c o f< rei cos when combined) must teach or suggest ail the claim 
limitations. MPEP 2143. 

Thin standard is not met with the instant comb < > 

Reusmann is relied upon for its description of a mixer system, which 
Includes (A) many water-free base colors and (B) a pigment-free aqueous 
component. See 701, Abstract Component (A) contains ess tl m i >y w v> 
^ v. i bet pigment, cm onjank, so 
■ » > ^ > *>t birder and if desired aux arias ar t aclditM 
See '( J ? ine 3 to column 5, tim 47. Component (B) comprises 



aqueous dispersion of poiyurethane resin. See 701, column 5 : line 4$ to column 
i t line 82. 

: Is the PTO's posstson that components A and B of Reusmann read 
> <\1 ) and mixing ; " a x 

claims 1. 2. and 3, 

The PTO recognizes that the 701 patent does not disclose or suggest a 
composition comprising the combination of Applicant's components (A1 ) and (8) 
with a component (A2) that requires binder, pigment and water. 

The PTO relies upon Kawakaroi to rectify - <- r d 

e '994 appilc io ? - < 
composifi i a particular thermosetting 'esr s ^ a ' s - 

bl ide-' as I 

As noted previously, it is the PTO's position that it would have been 
i > N v :» viper coating composition of the 994 application in the 
system < t ) pat< - vi Mot vallo \ for such a combination Is said to he 
disclosed In the last paragraph of the Abstract of the s §94 application, i.e., '.. .to 
make a coated paper which has good water resistance (due to the resin (V)} 
whilst being receptive to rotary offset printing ink.' 

Applicant greatly appreciates the detailed basis of rejection but must 
respectfully disagree. 

Appli : mi s process of independent claim 3 requires the combination of an 
- d base color (A1 }, an aqueous base color (A2)< and an 
x m m v > (, sh (8). 
V ^ N v N \ ed combination fails to provide any suggestion or 
vcpiicant has done and obtain the claimed process 
equblnq tl » <e a ste and distinct modules. 
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B1a. Claim 3 is nonobvjows over Reusmann et al ; U.S. 
6,403,701," in view of Kawakami et al„ EP 081994 
because the cited combination falls to provide any 
motivation to do what Applicant has done. 

K x a us espe i y disagree vith the PTO conte tic viha the 
cited combination provides requisite motivation and subn > 

st provide any suggestion to dc ^ , ^ 
in particular, there is no motivation in the '994 application to combine its 
complete and 'stand alone' paper coatings of Examples 3-18 with the 
components of the 701 patent. 

Rather, the teachings of the '994 application indicate that the disclosed 
< « pyments are complete and do not require 
N v o ^ ^ < - components. 

This is evidenced by the fact that the '994 application teaches that the 
total solids concentrations of the disclosed paper coating compositions should be 
from 30 to 80 weight %, preferably from 50 to 80 weight % and that such 
N N * v ti vg compositions provide adequate water resistance to 
Hx subs!?, s See page 9, fines 3-7 and paq^ 1 esp > 
3-16. II is noted that Part (1 ) of Examples 13-18 Indicates that the prepared 
o •> vC "V* tc wo* • coatings since they were adjusted to provide a 

o v < i. ^ ~f cb wt%. 

espectfully submits that the portion of the '994 Abstract 
relied upon by the PTO actually teaches away from Applicant's claimed Invention 
s f . < e motivation to do what Applicant has done. 

A reference thai leads one of ordinary skill in the art away from the 
claimed invention cannot render it unpatentabiy obvious. Dow Chew. Co. v. 
American Cyanamid Co. 2 U.S.P.Q.2d 1350 (Fed. Cir. 1987). 

! \ rderal Circuit has cea** t , , l ~ : .> , . * 
reference must be evaluated as an entirety, and ...all of the prior art must oe 
evaluated as a whole", in re Fritch, 23 U.S.P.Q.2d 1780, 1782 (Fed. Cir. 1992). 
And particularly on point, the CCPA had earlier said "[tjhe test for obviousness is 
not whether the features of a. secondary reference may be bodily incorporated 
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into the structure of the primary reference; nor is it that the claimed invention 
^s k - u< n a. \ one or all of the references. Rather, the test 

5 what t i. h ngs of the reform ic ^> Wi lN e sugc 

of ordinary skill in the art." in re Keller, 108 U.S.P.Q. 871, 881 (C.C.PA 1981). 

One of skill in the art reading the entire '994 application, but especially 
Examples 3-1 8, would find that the disclosed paper coatings were not suitable 

M x s e ^oannc, components, That is, the !!sc!ose< 

coatings are taught io provide acceptable water resistance simp! 
, v '>nva « c L'ct-ce Se 994 Jat graph of Abstrac 
N . ' ♦ c)4 app cation is supported by the working examples of the 

^ establish that desircN - * 
^ < i\ - . s »ed soieiv with the use of the disclosed paper coating 
compositions. 

Moreover, if Is respectfully submitted that the '994 application's teachings 
with respect to improved water resistance are confined to the advantages 

N he - se of the particularly disclosed thermosetting resin. This 
the \ j- a > a v>>* i suits Pom the reaction of (a), (b), and a resin (Y) obtained 
by reacting (i). (ii). : and (Hi). 

Nothing in the ! 994 appilcation provides a reason to combine a solvent 
c* '-n * v with a pigment free mixing varnish (8) and an aqueous 

cotor-imparling base color (A2). The PTO is encouraged to provide a citation to 
a? x such sug . >i s 

instead, if is submitted that the motivation suggested by the PTO is 
apparent only with the benefit of the hindsight teachings of Applicant's 
Bgov!P\c\ > N s tnat modifications of the prior art to meet the claimed 

v*- * - n v * v* ^ c 1 » me ordinary skill of the art at the time the 
claimed invention was made" because the references teach that all aspects of 
■ N I j; */ere ndivldoally known in the art is not sufficient to 

^ N l obviousness without some objective reason to 
combine the teachings of the references. Ex parte Levengood, 28 U.S.P.Q. 2d 
1300 (Bd. Pat. App. & inter. 1993); MPEP 2143.01. 



Nothing in the '994 application suggests that the disclosed paper coating 
composH qbs id be combined with the solvent based composition (A2) and 

on ins ;ate that the disclosed compositions are intended to be 
^ d 10 of themselves. Nothing except Applicant's 
t ?ey should be combined with components such as 
Applicant's (A1 ) and (8). The mere fact that references can be combined does 
not render the resultant combination obvious unless the , suggests the 

desirability of the combination, in re Fritch, 23 U.S. P.O. 2d 1780 (Fed. Cir. 1992). 
emphasis added. 

Accordingly, the cited combination fails to provide a prima facie c ase ot 
obviousness as to the process of Independent claim 3. In particular, the cited 
combination fails to provide any motivation to do what Applicant has dene In the 
" ment^am3. 

Reconsideration and removal of the rejection is thus respectfully 
requested with respect to Applicant's independent claim 3 in view of the failure of 
the cited combination io disclose the motivation necessary for a prima facie case 
of obviousness under 35 U.S.C. §1 03(a). 

o N T 2! 2_ . 

22222§M012^ 
i2Dt2ations o;p^ 

Reconsideration and removal of the reject on as it der. < 
19, 21-22, 25-26, and 28 is also requested, in as much as each one of these 
depend* , tne limitations of independent claims 3. Claim 3 

is believed to nonobvlous in view of the foregoing arguments set forth in Section 
81 a s N o >\ N > 'oference. 



FOR THESE REASONS, Applicant respectfully petitions this Honorabi 
Board to reverse the rejection set forth by the Examiner. 



Respectfully submitted, 

/yaryEGoiofa/ 

Mary E. CSoiota 
Attorney for Applicant 
Registration No. 36,814 

Wednesday, April 4, 2007 
CORRESPONDENCE ADDRESS ONLY 

BASF Corporation 

d o-+~?442 

Customer No. 28922 



- IM S APPENDIX 

1 . (Canceled) 



2, (Canceled) 

3- ^ w v , A process for preparing an aqueous coating 

material with precisely defined shade and optical effect comprising mixing 
n di js fe ing in material composition and function and stored 
separately from one another, shortly before application of the coating 
material wherein the modules comprise 
(!) at ieast one module containing less than 0' U v 
provides at least one of color and effect comprising 
(A1 ) at least one base color containing less than 5% by weight 
water thai imparts at least one of color and effect comprising 
(all) at ieast one binder, wherein the binder is optionally 

water-soluble or water-dispersibie, 
(a 12) at least one pigment that imparts at least one of color 

and effect, and 
(a 13} at least one organic solvent, wherein the organic 

solvent is optionally water- miscible, 
and optionally, at least one of 
(a 14) at least one crossiinking agent, 
(a 15) at least one auxiliary, and 



(al 8} at least one additive; 
(II) at least one aqueous color module comprising 

(A2) at least one aqueous color-imparting base color comprising 
(a21 ) at least one water-soluble or -disperssble binder, 
(a22) at least one color pigment, and 
(a23) water, 

and optionally, at least one of 

(a24) at least one organic solvent, wherein the organic 

solvent is optionally water- mlsclble, 
(a25) at least one crossiinking agent, 
(a28) at least one auxiliary, and 
(a27) at least one additive; 

and 

(ill) at least one pigment-free mixing varnish module comprising 

(B) at least one aqueous, pigment-free mixing varnish 
comprising 

(b1) at least one water-soli a) e o? N - i , 

Cb2} water, 

and optionally, at least one of 
{53} at least one crossiinking agent, 
(b4) at least one auxiliary., and 
(b5) at least one additive; 

and optic N ll> 



(IV) at feast one pigment-free rheology module comprising 
(C) an aqueous medium comprising 

(el ) at least one rheology control additive; 
optionally, with the proviso that at least one of the additives (a 16'}, (a27), 
^ N s i c - N t v. x at least one fheolog\ « ant i a d 

4. (Canceled) 

5. (Canceled) 

6. (Canceled) 

7. (Canceled) 

8. (Canceled) 

9. (Canceled) 

10. (Canceled) 

1 1 . (Canceled) 
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12. (Withdrawn) A method comprising applying the aqueous coating material 
of claim 1 to a substrate to provide one of an automotive OEM finish, an 
automotive reflnlsm and a plastic coating. 

13. , <- ! Of compns * ^ the aqueous 

of claim 1 to a substrate as a baseeoal and applying to the basecoat iho 
aqueous coating material of claim 1 as a solid-color topcoat to provide 
one of an automotive OEM finish, an automotive N ; c 

coating. 

14. (Canceled) 

15. (Canceled) 

16. (Canceled) 

17. (Canceled) 

18. (Previously Presented) The process of claim 3, wherein the base color 
(A1 } imparts one of j) effect or ii) color and effect. 

19. (Previously Presented) The process of claim 3, wherein the mixing 
modules comprise one of 
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1 , at least one color module f h containing less than 6% by weight 
water, at least one aqueous color module (II), and at least one 
aqueous pigment-free mixing varnish module {HI}, 
. east one color and effect module naming iess 
As ght w jte 53sr one aqu< 
one aqueous, pigment-free mixing varnish 

3. tk st one effect module (!) containing less than ^ ,o'.r 
water, at least one color module (I) containing less than 5% by 
weight water, at least one aque jus >olo modi « }, am at east 
one aqueous, pigment-free mixing varnish module (HI). 

SO. (Canceled) 

21 . (Previously Presented) The process of claim 3. wherein the additive 
(b5) comprises at least one rheology control additive. 

22. <\ - ^n<<xn rhe process of claim 3 : wherein the aqueous 

al further comprises the at least one pigment-free rheology 

module (IV), 

23. (Canceled) 



24, (Canceled) 



- - \o > — e 'cJ 1 The process of claim 3, wherein the binders 
(all), (a.21 }, and (b1 } come from the same polymer class. 

26. - ^ xi The >rocess o aim therein tht riders 

(al 1), (a2l), and (b1) are polyurethane resins. 

27. (Canceled) 

IB Previous \ Presented} The process of claim 3, wherein the binders 
(a21) and (bl ), and optionally the binder (al 1 } ; comprise functional 
groups that can be converted into anions by at least one of neutralizing 
c \- v trio" c groups. 

\ method comprising app v ng the v.odui3 < 
2 to a substrate to provide one of an automotive OEM finish, an 
em mm? >. * n - ~ and a piastic coating. 

i . rocess of claim 3 further corm - . - m me 
aqueous coating material to a substrate to provide one of an automotive 
OEM finish, an automotive ref!nish, and a plastic coating. 



31, (Withdrawn) A method comprising apnl, \ t <v v >t clair* 
2 to a substrate as a basecoat, and app ying tc - asi N \ i e moduias 
system of claim 2 as a solid-color topcoat to provide one of an automotive 
OEM finish, an automotive refinish. and a plastic coating. 

32, (Withdrawn) The process of claim 3 further comprising applying the 
aqueous coating material to a substrate as a basecoat, and applying to 
the basecoat the aqueous coating matuta, c^ > . >. 

provide one of an automotive OEM finish, an automotive refinish, and a 
plastic coating. 

33, (Canceled) 

34, (Canceled) 

35, (Canceled) 

36, (Canceled) 

37, (Canceled) 

38, (Canceled) 



39, (Canceled) 



40. (Canceled) 

41, (Canceled) 



iVjOENCE .APPENDIX 



NONE 
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RELATED S i WENPIX 



NONE 
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